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Input Field Entered

SERIAL NUMBER 79151730

LAW OFFICE ASSIGNED LAW OFFICE 106

MARK SECTION

MARK http://tmng-al.uspto.gov/resting2/api/img/79151730/large

LITERAL ELEMENT PAQUIN

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)

Surname Refusal
The examining attorney has refused registration on the basis that Applicant’s mark is primarily merely a surname, within the meaning of
Section 2(e)(4) of the Lanham Act, 15 U.S.C. § 1052(e)(4).
 
In response, Applicant has amended the application to assert a claim of acquired distinctiveness under Section 2(f) of the Lanham Act.  15
U.S.C. § 1052(f).  Applicant relies on its recently issued trademark registration for the mark MAISON PAQUIN to support its claim of
acquired distinctiveness.
 
Ownership by the applicant of one or more prior registrations of the same mark on the Principal Register is prima facie evidence of acquired
distinctiveness.  Trademark Rule 2.41(b), 37 C.F.R. §2.41(b).  A proposed mark is the same mark as a previously-registered mark for the
purpose of 37 C.F.R. §2.41(b) if it is the “legal equivalent” of such a mark.  A mark is the legal equivalent of another if it creates the same,
continuing commercial impression such that the consumer would consider them both the same mark. In re Dial-A-Mattress Operating Corp.,
240 F.3d 1341, 1347, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001).  Moreover, the goods identified in the prior registrations are sufficiently
similar to those in the present application for acquired distinctiveness to apply.  In re Owens-Illinois Glass Co., 143 USPQ 431, 432 (TTAB
1964) (applicant's ownership of prior registration of LIBBEY for cut-glass articles held acceptable as prima facie evidence of distinctiveness of
identical mark for plastic tableware, the Board stating, "Cut-glass and plastic articles of tableware are customarily sold in the same retail
outlets, and purchasers of one kind of tableware might well be prospective purchasers of the other."); In re Lytle Engineering & Mfg. Co., 125
USPQ 308, 309 (TTAB 1960) (applicant's ownership of prior registration of LYTLE for various services, including the planning, preparation
and production of technical publications, held acceptable as prima facie evidence of distinctiveness of identical mark for brochures, catalogues
and bulletins).
 

1.      Same Mark
 
A proposed mark is the "same mark" as a previously registered mark for the purpose of 37 C.F.R. §2.41(a)(1) if it is the "legal equivalent" of
such a mark. "A mark is the legal equivalent of another if it creates the same, continuing commercial impression such that the consumer would
consider them both the same mark." In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1347, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001). 
The addition of non-distinctive terms does not alter the same, continuing commercial impression of the shared matter.  In re Best Prods. Co.,
231 USPQ 988, 989 n.6 (TTAB 1986) (holding that the marks BEST & Design and BEST JEWELRY & Design were immaterial differences).
 
Applicant’s prior mark MAISON PAQUIN features the same dominant expression – PAQUIN combined with non-distinctive matter.  The
evidence in the record confirms that term MAISON is so commonly used in the field of clothing and related products that it make little or no
impact in forming a commercial impression (see attached).  Consumers encountering the term MAISON PAQUIN and PAQUIN are likely to
disregard the MAISON terminology and focus solely on the PAQUIN portion as a source identifier.  For that reason, the prior registration
MAISON PAQUIN and the pending application PAQUIN make the same continuing commercial impression.
 

2.      Similar Goods
 
There is no requirement that the goods and services in the application and prior registration be identical.  In order to support a claim of
acquired distinctiveness, goods or services named in the application must be sufficiently similar to the goods or services named in the prior
registration(s). TMEP § 1212.04(c).  The relation is often self-evident, and no further inquiry is required – for example with ordinary
consumer goods or services where the nature of the goods or services is commonly known and readily apparent (e.g., a prior registration for



hair shampoo and new application for hair conditioner). Id. 
 
If the similarity or relatedness is self-evident, the examining attorney may generally accept the §2(f) claim without additional evidence. This is
most likely to occur with ordinary consumer goods or services where the nature and function or purpose of the goods or services is commonly
known and readily apparent (e.g., a prior registration for hair shampoo and new application for hair conditioner
 
Further explanation and evidence regarding the relation of the goods in the prior registration and pending application is only necessary where
the relation is not self-evident – for example industrial goods or services where there may in fact be a high degree of relatedness, but it would
not be obvious to someone who is not an expert in the field. See In re Owens-Illinois Glass Co., 143 USPQ 431, 432 (TTAB 1964)
(applicant’s ownership of prior registration of LIBBEY for cut-glass articles held acceptable as prima facie evidence of distinctiveness of
identical mark for plastic tableware, the Board stating, “Cut-glass and plastic articles of tableware are customarily sold in the same retail
outlets, and purchasers of one kind of tableware might well be prospective purchasers of the other.”); In re Lytle Engineering & Mfg. Co., 125
USPQ 308, 309 (TTAB 1960) (applicant’s ownership of prior registration of LYTLE for various services, including the planning, preparation,
and production of technical publications, held acceptable as prima facie evidence of distinctiveness of identical mark for brochures, catalogs,
and bulletins).
 
The goods in the application are “sufficiently similar” to the goods or services identified in the active prior registration(s). See 37 C.F.R.
§2.41(a)(1).
 
The prior registration identifies the following goods:
 

International Class 3
All purpose cleaning preparations; Cosmetic pencils; Cosmetics and cosmetic preparations; Dentifrices and mouthwashes; Essential
oils; Essential oils for aromatherapy use; Fragrances and perfumery; Hair care preparations; Incense; Make-up; Mascara; Oils for
cosmetic purposes; Oils for perfumes and scents; Perfume oils; Perfumes and colognes; Personal deodorants; Pot pourri; Shampoo-
conditioners; Shampoos; Shaving preparations; Shoe polish; Shower gel; Sun care lotions

 
International Class 25
Beachwear; Blazers; Children's and infant's apparel, namely, jumpers, overall sleepwear, pajamas, rompers and one-piece garments;
Coats for men and women; Dresses; Footwear; Fur coats and jackets; Fur hats; Gloves; Jackets and socks; Ladies' underwear; Men's
suits, women's suits; Men's underwear; Neckties; Neckwear; Pajamas; Panties, shorts and briefs; Pants; Rainwear; Scarves; Shirts;
Shoes; Shorts; Sleepwear; Sport coats; Sport shirts; Suits; Sweat shirts; Swim wear for gentlemen and ladies; T-shirts; Women's
clothing, namely, shirts, dresses, skirts, blouses

 
The pending application identifies the following goods:
 

International Class 3
Perfumes; toilet water; eau de Cologne; make-up preparations; cosmetics; deodorants for personal use; essential oils; soaps; hair
lotions; dentifrices; anti-wrinkle creams; tanning creams and lotions; night creams; after-shave lotions; bases, namely essential oils for
use in the manufacture of flower perfumes; preparations for perfuming rooms; perfumes in solid form; perfumed soaps; gels, foams,
balms and aerosol products for hair care and hair styling; shampoos
 
International Class 9
Sunglasses, spectacles supports, namely temples, tips and bridges; frames for spectacles and protective masks; fashion spectacles,
protective goggles and masks for the eyes and for sporting activities; glasses for spectacles and masks; cases and holders for spectacles
and masks; spectacle chains; contact lenses and their containers, magnifying glasses; binoculars; optical character recognition
apparatus and instruments
 
International Class 14
Jewelry; watches; precious stones; clocks; necklaces; pearls; silver ornaments in the nature of jewelry; unwrought or beaten silver;
rings; bracelets; watch straps; bracelets of precious metal; key rings of precious metal
 
International Class 18
Wallets; trunks luggage; suitcases; animal skins, trunks and traveling bags; beach bags; wheeled bags; sports bags other than those
adapted to the products they are intended to contain; travel bags; handbags; bags with handles; leather or leather-board boxes; leather
and imitations of leather; traveling baggage made of leather; vanity cases sold empty
 
International Class 25
Clothing, namely babies' pants, belts, tops, pants; hats; lingerie; dresses; footwear; gloves; sashes for wear; scarves; coats; skirts; shirts;
blouses; vests; stockings; tights; clothing of leather, namely leather jackets, leather pants, leather headwear; furs coats and jackets;
jerseys; veils; beachwear; nightwear; trousers; belts; jackets

 
 
For International Classes 3 and 25 – the goods in the prior registration and pending application are either identical or highly related.  The
similarity for these classes is self-evident and requires no further explanation.
 
For International Classes 9, 14, and 18 – fashion houses often produce and market goods of these kind under the same marks as their goods in
International Classes 3 and 25.  Applicant has attached representative sample of registrations from the USPTO TESS database showing the
same mark registered for these kinds of goods.
 
In view of the evidence and arguments presented, Applicant requests that the examining attorney accept the claim of acquired distinctiveness
and withdraw the surname refusal in this case.



EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_655138130-20160324142916680103_._MAISON.pdf

       CONVERTED PDF FILE(S)
       (18 pages)

\\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0002.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0003.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0004.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0005.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0006.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0007.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0008.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0009.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0010.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0011.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0012.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0013.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0014.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0015.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0016.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0017.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0018.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0019.JPG

       ORIGINAL PDF FILE evi_655138130-20160324142916680103_._TESS_Records.pdf

       CONVERTED PDF FILE(S)
       (44 pages)

\\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0020.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0021.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0022.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0023.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0024.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0025.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0026.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0027.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0028.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0029.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0030.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0031.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0032.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0033.JPG

../evi_655138130-20160324142916680103_._MAISON.pdf
../RFR0002.JPG
../RFR0003.JPG
../RFR0004.JPG
../RFR0005.JPG
../RFR0006.JPG
../RFR0007.JPG
../RFR0008.JPG
../RFR0009.JPG
../RFR0010.JPG
../RFR0011.JPG
../RFR0012.JPG
../RFR0013.JPG
../RFR0014.JPG
../RFR0015.JPG
../RFR0016.JPG
../RFR0017.JPG
../RFR0018.JPG
../RFR0019.JPG
../evi_655138130-20160324142916680103_._TESS_Records.pdf
../RFR0020.JPG
../RFR0021.JPG
../RFR0022.JPG
../RFR0023.JPG
../RFR0024.JPG
../RFR0025.JPG
../RFR0026.JPG
../RFR0027.JPG
../RFR0028.JPG
../RFR0029.JPG
../RFR0030.JPG
../RFR0031.JPG
../RFR0032.JPG
../RFR0033.JPG


        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0034.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0035.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0036.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0037.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0038.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0039.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0040.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0041.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0042.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0043.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0044.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0045.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0046.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0047.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0048.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0049.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0050.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0051.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0052.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0053.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0054.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0055.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0056.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0057.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0058.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0059.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0060.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0061.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0062.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\791\517\79151730\xml19\RFR0063.JPG

DESCRIPTION OF EVIDENCE FILE examples of MAISON used for clothing; USPTO TESS database records

ADDITIONAL STATEMENTS SECTION

ACTIVE PRIOR REGISTRATION(S)
The applicant claims ownership of active prior U.S. Registration Number(s)
4891110.

SECTION 2(f) Claim of Acquired Distinctiveness, based on
Active Prior Registration(s)

The mark has become distinctive of the goods/services as evidenced by the
ownership on the Principal Register for the same mark for sufficiently similar
goods/services of active U.S. Registration No(s). 4891110

SIGNATURE SECTION
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RESPONSE SIGNATURE /AIC/

SIGNATORY'S NAME Andy I. Corea

SIGNATORY'S POSITION Attorney of Record, Connecticut Bar Member

SIGNATORY'S PHONE NUMBER 203-324-6155

DATE SIGNED 03/24/2016

AUTHORIZED SIGNATORY YES

CONCURRENT APPEAL NOTICE FILED YES

FILING INFORMATION SECTION

SUBMIT DATE Thu Mar 24 15:33:43 EDT 2016

TEAS STAMP

USPTO/RFR-XX.XX.XX.XXX-20
160324153343931046-791517
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79151730 PAQUIN(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/79151730/large) has been amended
as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Surname Refusal
The examining attorney has refused registration on the basis that Applicant’s mark is primarily merely a surname, within the meaning of Section
2(e)(4) of the Lanham Act, 15 U.S.C. § 1052(e)(4).
 
In response, Applicant has amended the application to assert a claim of acquired distinctiveness under Section 2(f) of the Lanham Act.  15 U.S.C.
§ 1052(f).  Applicant relies on its recently issued trademark registration for the mark MAISON PAQUIN to support its claim of acquired
distinctiveness.
 
Ownership by the applicant of one or more prior registrations of the same mark on the Principal Register is prima facie evidence of acquired
distinctiveness.  Trademark Rule 2.41(b), 37 C.F.R. §2.41(b).  A proposed mark is the same mark as a previously-registered mark for the
purpose of 37 C.F.R. §2.41(b) if it is the “legal equivalent” of such a mark.  A mark is the legal equivalent of another if it creates the same,
continuing commercial impression such that the consumer would consider them both the same mark. In re Dial-A-Mattress Operating Corp.,
240 F.3d 1341, 1347, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001).  Moreover, the goods identified in the prior registrations are sufficiently similar
to those in the present application for acquired distinctiveness to apply.  In re Owens-Illinois Glass Co., 143 USPQ 431, 432 (TTAB 1964)
(applicant's ownership of prior registration of LIBBEY for cut-glass articles held acceptable as prima facie evidence of distinctiveness of
identical mark for plastic tableware, the Board stating, "Cut-glass and plastic articles of tableware are customarily sold in the same retail
outlets, and purchasers of one kind of tableware might well be prospective purchasers of the other."); In re Lytle Engineering & Mfg. Co., 125
USPQ 308, 309 (TTAB 1960) (applicant's ownership of prior registration of LYTLE for various services, including the planning, preparation and
production of technical publications, held acceptable as prima facie evidence of distinctiveness of identical mark for brochures, catalogues and
bulletins).
 

1.      Same Mark
 
A proposed mark is the "same mark" as a previously registered mark for the purpose of 37 C.F.R. §2.41(a)(1) if it is the "legal equivalent" of
such a mark. "A mark is the legal equivalent of another if it creates the same, continuing commercial impression such that the consumer would



consider them both the same mark." In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1347, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001). 
The addition of non-distinctive terms does not alter the same, continuing commercial impression of the shared matter.  In re Best Prods. Co.,
231 USPQ 988, 989 n.6 (TTAB 1986) (holding that the marks BEST & Design and BEST JEWELRY & Design were immaterial differences).
 
Applicant’s prior mark MAISON PAQUIN features the same dominant expression – PAQUIN combined with non-distinctive matter.  The
evidence in the record confirms that term MAISON is so commonly used in the field of clothing and related products that it make little or no
impact in forming a commercial impression (see attached).  Consumers encountering the term MAISON PAQUIN and PAQUIN are likely to
disregard the MAISON terminology and focus solely on the PAQUIN portion as a source identifier.  For that reason, the prior registration
MAISON PAQUIN and the pending application PAQUIN make the same continuing commercial impression.
 

2.      Similar Goods
 
There is no requirement that the goods and services in the application and prior registration be identical.  In order to support a claim of
acquired distinctiveness, goods or services named in the application must be sufficiently similar to the goods or services named in the prior
registration(s). TMEP § 1212.04(c).  The relation is often self-evident, and no further inquiry is required – for example with ordinary
consumer goods or services where the nature of the goods or services is commonly known and readily apparent (e.g., a prior registration for
hair shampoo and new application for hair conditioner). Id. 
 
If the similarity or relatedness is self-evident, the examining attorney may generally accept the §2(f) claim without additional evidence. This is
most likely to occur with ordinary consumer goods or services where the nature and function or purpose of the goods or services is commonly
known and readily apparent (e.g., a prior registration for hair shampoo and new application for hair conditioner
 
Further explanation and evidence regarding the relation of the goods in the prior registration and pending application is only necessary where
the relation is not self-evident – for example industrial goods or services where there may in fact be a high degree of relatedness, but it would
not be obvious to someone who is not an expert in the field. See In re Owens-Illinois Glass Co., 143 USPQ 431, 432 (TTAB 1964) (applicant’s
ownership of prior registration of LIBBEY for cut-glass articles held acceptable as prima facie evidence of distinctiveness of identical mark for
plastic tableware, the Board stating, “Cut-glass and plastic articles of tableware are customarily sold in the same retail outlets, and purchasers of
one kind of tableware might well be prospective purchasers of the other.”); In re Lytle Engineering & Mfg. Co., 125 USPQ 308, 309 (TTAB
1960) (applicant’s ownership of prior registration of LYTLE for various services, including the planning, preparation, and production of
technical publications, held acceptable as prima facie evidence of distinctiveness of identical mark for brochures, catalogs, and bulletins).
 
The goods in the application are “sufficiently similar” to the goods or services identified in the active prior registration(s). See 37 C.F.R.
§2.41(a)(1).
 
The prior registration identifies the following goods:
 

International Class 3
All purpose cleaning preparations; Cosmetic pencils; Cosmetics and cosmetic preparations; Dentifrices and mouthwashes; Essential oils;
Essential oils for aromatherapy use; Fragrances and perfumery; Hair care preparations; Incense; Make-up; Mascara; Oils for cosmetic
purposes; Oils for perfumes and scents; Perfume oils; Perfumes and colognes; Personal deodorants; Pot pourri; Shampoo-conditioners;
Shampoos; Shaving preparations; Shoe polish; Shower gel; Sun care lotions

 
International Class 25
Beachwear; Blazers; Children's and infant's apparel, namely, jumpers, overall sleepwear, pajamas, rompers and one-piece garments;
Coats for men and women; Dresses; Footwear; Fur coats and jackets; Fur hats; Gloves; Jackets and socks; Ladies' underwear; Men's suits,
women's suits; Men's underwear; Neckties; Neckwear; Pajamas; Panties, shorts and briefs; Pants; Rainwear; Scarves; Shirts; Shoes;
Shorts; Sleepwear; Sport coats; Sport shirts; Suits; Sweat shirts; Swim wear for gentlemen and ladies; T-shirts; Women's clothing,
namely, shirts, dresses, skirts, blouses

 
The pending application identifies the following goods:
 

International Class 3
Perfumes; toilet water; eau de Cologne; make-up preparations; cosmetics; deodorants for personal use; essential oils; soaps; hair lotions;
dentifrices; anti-wrinkle creams; tanning creams and lotions; night creams; after-shave lotions; bases, namely essential oils for use in the
manufacture of flower perfumes; preparations for perfuming rooms; perfumes in solid form; perfumed soaps; gels, foams, balms and
aerosol products for hair care and hair styling; shampoos
 
International Class 9
Sunglasses, spectacles supports, namely temples, tips and bridges; frames for spectacles and protective masks; fashion spectacles,
protective goggles and masks for the eyes and for sporting activities; glasses for spectacles and masks; cases and holders for spectacles
and masks; spectacle chains; contact lenses and their containers, magnifying glasses; binoculars; optical character recognition apparatus
and instruments
 
International Class 14
Jewelry; watches; precious stones; clocks; necklaces; pearls; silver ornaments in the nature of jewelry; unwrought or beaten silver; rings;
bracelets; watch straps; bracelets of precious metal; key rings of precious metal
 
International Class 18
Wallets; trunks luggage; suitcases; animal skins, trunks and traveling bags; beach bags; wheeled bags; sports bags other than those
adapted to the products they are intended to contain; travel bags; handbags; bags with handles; leather or leather-board boxes; leather and
imitations of leather; traveling baggage made of leather; vanity cases sold empty
 



International Class 25
Clothing, namely babies' pants, belts, tops, pants; hats; lingerie; dresses; footwear; gloves; sashes for wear; scarves; coats; skirts; shirts;
blouses; vests; stockings; tights; clothing of leather, namely leather jackets, leather pants, leather headwear; furs coats and jackets;
jerseys; veils; beachwear; nightwear; trousers; belts; jackets

 
 
For International Classes 3 and 25 – the goods in the prior registration and pending application are either identical or highly related.  The
similarity for these classes is self-evident and requires no further explanation.
 
For International Classes 9, 14, and 18 – fashion houses often produce and market goods of these kind under the same marks as their goods in
International Classes 3 and 25.  Applicant has attached representative sample of registrations from the USPTO TESS database showing the same
mark registered for these kinds of goods.
 
In view of the evidence and arguments presented, Applicant requests that the examining attorney accept the claim of acquired distinctiveness and
withdraw the surname refusal in this case.

EVIDENCE
Evidence in the nature of examples of MAISON used for clothing; USPTO TESS database records has been attached.
Original PDF file:
evi_655138130-20160324142916680103_._MAISON.pdf
Converted PDF file(s) ( 18 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
Evidence-15
Evidence-16
Evidence-17
Evidence-18
Original PDF file:
evi_655138130-20160324142916680103_._TESS_Records.pdf
Converted PDF file(s) ( 44 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
Evidence-15
Evidence-16
Evidence-17
Evidence-18

../evi_655138130-20160324142916680103_._MAISON.pdf
../RFR0002.JPG
../RFR0003.JPG
../RFR0004.JPG
../RFR0005.JPG
../RFR0006.JPG
../RFR0007.JPG
../RFR0008.JPG
../RFR0009.JPG
../RFR0010.JPG
../RFR0011.JPG
../RFR0012.JPG
../RFR0013.JPG
../RFR0014.JPG
../RFR0015.JPG
../RFR0016.JPG
../RFR0017.JPG
../RFR0018.JPG
../RFR0019.JPG
../evi_655138130-20160324142916680103_._TESS_Records.pdf
../RFR0020.JPG
../RFR0021.JPG
../RFR0022.JPG
../RFR0023.JPG
../RFR0024.JPG
../RFR0025.JPG
../RFR0026.JPG
../RFR0027.JPG
../RFR0028.JPG
../RFR0029.JPG
../RFR0030.JPG
../RFR0031.JPG
../RFR0032.JPG
../RFR0033.JPG
../RFR0034.JPG
../RFR0035.JPG
../RFR0036.JPG
../RFR0037.JPG


Evidence-19
Evidence-20
Evidence-21
Evidence-22
Evidence-23
Evidence-24
Evidence-25
Evidence-26
Evidence-27
Evidence-28
Evidence-29
Evidence-30
Evidence-31
Evidence-32
Evidence-33
Evidence-34
Evidence-35
Evidence-36
Evidence-37
Evidence-38
Evidence-39
Evidence-40
Evidence-41
Evidence-42
Evidence-43
Evidence-44

ADDITIONAL STATEMENTS 
Claim of Active Prior Registration(s)
The applicant claims ownership of active prior U.S. Registration Number(s) 4891110.

SECTION 2(f) Claim of Acquired Distinctiveness, based on Active Prior Registration(s)
The mark has become distinctive of the goods/services as evidenced by the ownership on the Principal Register for the same mark for sufficiently
similar goods/services of active U.S. Registration No(s). 4891110

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /AIC/     Date: 03/24/2016
Signatory's Name: Andy I. Corea
Signatory's Position: Attorney of Record, Connecticut Bar Member

Signatory's Phone Number: 203-324-6155

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        
Serial Number: 79151730
Internet Transmission Date: Thu Mar 24 15:33:43 EDT 2016
TEAS Stamp: USPTO/RFR-XX.XX.XX.XXX-20160324153343931
046-79151730-55013dd4893bfe6ba5449d93af3
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../RFR0040.JPG
../RFR0041.JPG
../RFR0042.JPG
../RFR0043.JPG
../RFR0044.JPG
../RFR0045.JPG
../RFR0046.JPG
../RFR0047.JPG
../RFR0048.JPG
../RFR0049.JPG
../RFR0050.JPG
../RFR0051.JPG
../RFR0052.JPG
../RFR0053.JPG
../RFR0054.JPG
../RFR0055.JPG
../RFR0056.JPG
../RFR0057.JPG
../RFR0058.JPG
../RFR0059.JPG
../RFR0060.JPG
../RFR0061.JPG
../RFR0062.JPG
../RFR0063.JPG


2c73e615b29c73cb9b67f506af0abc856ccaf36-
N/A-N/A-20160324142916680103






























































































































